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DETAILED ACTION 

Election/Restrictions 

Restriction is required under 35 U.S.C. 121 and 372. 

This application contains the following inventions or groups of inventions which are not 
so linked as to form a single general inventive concept under PCT Rule 13.1. 

In accordance with 37 CFR 1.499, applicant is required, in reply to this action, to elect a 
single invention to which the claims must be restricted. 

Group (I), claim(s) 1-26, 55 and 57 drawn to the compounds of formula (I), imidazo[4,5- 
c]pyridines, compositions and a method of making said compositions thereof. 

Group (II), claim(s) 27-32, 34-54 and 61, drawn to methods of using the compounds of Group 
(I)- 

Group (III), claim(s) 33 and 56, drawn to nonstatutory "use" claims. 

Group (IV), claim(s) 57-60, drawn to a process of preparing the compounds of Group (I). 

Note: All groups require a specie election. Furthermore, if Applicant elects Group II, a 
single disclosed compound and a single disclosed method must also be elected. 

The claims herein lack unity of invention under PCT rule 13.1 and 13.2 since, under 37 

CFR 1.475(a) Group I -Group IV lack unity of invention since under 37 CFR 1.475: 

Where a group of inventions is claimed in an application, the requirement 
of unity of invention shall be fulfilled only when there is a technical relationship among 
those inventions involving one or more of the same or corresponding special technical 
features. . .those technical features that define a contribution which each of the claimed 
inventions, considered as a whole, makes over the prior art. 

The technical feature corresponding to group I, formula (I), is the substituted 
imidazo[4,5-c]pyridines scaffold. The special technical feature of Group (II) is drawn to a 
method of intended use of the compounds of Groups (I). Group (III) is drawn to a nonstatuatory 
"use" claim. The special technical feature of Group (IV) is drawn to a method of making the 
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compounds of Group (I). The special technical feature can be found in the following reference as 
presented from the STN database: 

L13 ANSWER 69 OF 79 CAPLUS COPYRIGHT 2O0S ACS on STJs 
ACCESSION NUMBER: 1990:55712 CAPIAS Full- text 

DOCUMENT NUMBER: 112:55712 
CRIGIBAL REFERENCE SO . : 112 : 9567a, 95705 

TITLE: Synthesis and proton SMR spectra of 

2-heteroaryl-sabstitnted issidazo[4, 5-b] pyridines and 
ii&idazo ' 4 , 5-cs pyridines 

ASTHORtS}: YUtiiov, Yu. M. ; Shcherbina, L. I.; Sf ressenifG, A. F. 

CORPORATE SOURCE: lust. Fiz.-Org. Kfaija. Oglekhim. , Donetsk, 340114, USSR 

SOURCE: Khimiya Geterotsiklieiieskikh Soedinenii (1989), (7), 

940-7 

CODES: KGSSAQ; ISSN: 0453-8234 
SOCUMEST TYPE: Journal 
LANGUAGE: Russian 
OTSER SOURCE (S) : CA3REACT 112:55712 

IT 1248S7-34-3? 

RL: SPH (Synthetic preparation); PREP (Preparation) 
(preparation of! 
RN 124897-34-3 CAPLUS 

CM IH-Imidazo (4, S-clpyridine-2-ethar.oi , 2- (4-pyridinyI} - {CA I&QEX SAKE) 



CH2— CH2- OK 



. Therefore the above claims are not so linked as to form a single general inventive concept and 
there is a lack of unity of invention because they lack a common technical feature. Accordingly, 
unity of invention is considered to be lacking and restriction of the invention in accordance with 
the rules of unity of invention is considered to be proper. 

Furthermore, since the groups do not relate to a single general inventive concept under 
PCT Rule 13.1 and lack the same or corresponding special technical features, the claims lack 
unity of invention and should be limited to the groups restricted above. Because these inventions 
are independent or distinct for the reasons given above and have acquired a separate status in the 
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art in view of their different classification, restriction for examination purposes as indicated is 
proper. 

Further, even if unity of invention under 37 C.F.R. § 1.475(a) were not lacking, under 37 
C.F.R. § 1.475(b) a national stage application containing claims to different categories of 
invention will be considered to have unity of invention if the claims are drawn only to one of the 
following combinations: 

(1) a product and a process specially adapted for the manufacture of said product; or 

(2) a product and a process of use of said product; or 

(3) a product, a process specially adapted for the manufacture of the said product, and a use of 
the said product; 

(4) a process and an apparatus or means specifically designed for carrying out the said process; 
or 

(5) a product, a process specially adapted for the manufacture of the said product, and an 
apparatus or means specifically designed for carrying out the said process. 

And, according to 37 C.F.R. § 1.475(c): If an application contains claims to more or less 
than one of the combinations of categories of invention set forth in paragraph (b), unity of 
invention might not be present. 

Therefore, because the claims are drawn to products and multiple methods of use of 
compounds of formula (I), according to 37 C.F.R. § 1.475(e), the determination whether a group 
of inventions is so linked as to form a single general inventive concept shall be made without 
regard to whether the inventions are claimed in separate claims or as alternatives within a single 
claim. The claims in the instant application lack unity of invention and should be limited to one 
product, one method of use, or one process of preparing the product. 
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Applicant is reminded that upon the cancellation of claims to a non-elected invention, the 
inventorship must be amended in compliance with 37 CFR 1 .48(b) if one or more of the 
currently named inventors is no longer an inventor of at least one claim remaining in the 
application. Any amendment of inventorship must be accompanied by a request under 37 CFR 
1.48(b) and by the fee required under 37 CFR 1.1 7(i). 

Rejoinder Advisory 

The examiner has required restriction between product and process claims. Where 
applicant elects claims directed to the product, and the product claims are subsequently found 
allowable, withdrawn process claims that depend from or otherwise require all the limitations of 
the allowable product claim will be considered for rejoinder. All claims directed to a nonelected 
process invention must require all the limitations of an allowable product claim for that process 
invention to be rejoined. 

In the event of rejoinder, the requirement for restriction between the product claims and 
the rejoined process claims will be withdrawn, and the rejoined process claims will be fully 
examined for patentability in accordance with 37 CFR 1 .104. Thus, to be allowable, the rejoined 
claims must meet all criteria for patentability including the requirements of 35 U.S.C. 101, 102, 
103 and 112. Until all claims to the elected product are found allowable, an otherwise proper 
restriction requirement between product claims and process claims may be maintained. 
Withdrawn process claims that are not commensurate in scope with an allowable product claim 
will not be rejoined. See MPEP § 821.04(b). Additionally, in order to retain the right to rejoinder 
in accordance with the above policy, Applicant is advised that the process claims should be 
amended during prosecution to require the limitations of the product claims. Failure to do so 
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may result in a loss of the right to rejoinder. Further, note that the prohibition against double 
patenting rejections of 35 U.S.C. 121 does not apply where the restriction requirement is 
withdrawn by the Examiner before the patent issues. See MPEP § 804.01. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Susanna Moore whose telephone number is (571) 272-9046. The 
examiner can normally be reached on M-F 8:00-5:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mr. James O. Wilson can be reached on (571) 272-0661. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Susanna Moore/ 
Examiner, Art Unit 1624 



